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First Action on the Merits 



1 . Claims 1-34 of U.S. Application 09/827,01 1 filed on 4/4/2001 are presented for 
examination. 

Quotations of U.S. Code Title 35 

2. The following is a quotation of the first paragraph of 35 U.S.C 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1 (a) shall have the effects for purposes of this 
subsection of an application tiled in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Claim Rejections - 35 USC § 102 

6. Claims 1-2, 8, 12-14 and 23-28 are rejected under 35 U.S.C. 102(b) as being anticipated 
by U.S. Patent No. 5,948,061 ("Merriman"). 
Regarding claim 1 

Merriman teaches an advertisement selection and delivery system for selecting advertisements 
based on profile information and rendering the advertisements as accessible to a user operating a 
network-capable appliance connected to a data-packet-network comprising: 

a first server node connected to the network, the first server node functioning as a user 
access point on the network (fig. 1, element 12 and col. 4 lines 16-19, "The affiliates may 
be ISP's . . . single computer with a browser"); 

- a mass storage repository accessible to the first server node, the repository for storing and 
serving user profile data (fig. 2, element 52); 

- a second server node connected to the network, the second server node for generating 
user preference data (fig. 1, element 19); 

at least one advertisement server connected to the network, the advertisement server for 
serving advertisement data (fig. 1, element 18), 

a software application for generating user preference lists and performing advertisement 
selection (col. 5 lines 50-63, "the ad server 19 obtains ... location of their domain 7 '); and 
at least one network-capable appliance connected to the network, the network-capable 
appliance for receiving the advertisement data, wherein a user operating the network- 
capable appliance accesses the first server node and receives the advertisement data, the 
advertisement data selected for service by matching the user preference data to stored 
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advertisements and rendered accessible to the user during the time of user access to the 
system from the network-capable appliance (col. 3 lines 25-63, "on a computer or PDA 
or other Internet capable ... the advertising web server"). 
Regarding claim 2 

Merriman teaches the data-packet-network is the Internet network (abstract). 
Regarding claim 8 

Merriman teaches the first server node is a cobranded server node servicing clients of a cobrand 
partner to the entity hosting the system (col. 4 lines 13-19, "the affiliate web sites . . . single 
computer with a browser"). 
Regarding claim 12 

Merriman teaches the network-capable appliance accesses the system is a PDA. (col. 3 lines 25- 
30, "PDA or other Internet capable . . . using the same protocol"). It is inherent to one of ordinary 
skill in the art that PDAs are capable of connecting wirelessly to a network. 
Regarding claim 13 

Merriman teaches the preference lists are generated using a knowledge base data system (col. 8 
lines 35-46, "the number of viewings ... the display of the advertisements"). 
Regarding claim 14 

Merriman teaches the preference lists are used as search criteria in conjunction with a search 
engine (col. 5 line 64 to col. 6 line 1 1 , "Each advertisement along with ... a match should be 
selected"). 
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Regarding claim 23 

Merriman teaches a method for dynamically serving advertisement data based on user profile 
information to a user interface maintained on a data-packet-network comprising the steps of: 

a) compiling and storing the user profile information on an ongoing basis (col. 7 lines 46- 
56, "In addition, as part of the ... include the domain name"); 

b) accessing the user profile information in order to mine the information (col. 5 lines 50-63, 
"the ad server 19 obtains .., the location of their domain"), 

c) mining the accessed user profile information for preference data (col 5 line 64 to col. 6 
line 1 1, "Each advertisement along with ... a match should be selected"); 

d) formulating the preference data into a concise summary-data list (col. 3 lines 52-63, 
"Upon receiving the request ... the advertising web server"); 

e) selecting pre-configured advertisements from a database containing stored 
advertisements, the selection accomplished by matching the advertisements to data 
contained in the summary-data list (col. 6 lines 12-26, "determining which advertising 
object . . . transmitting back to the user"); and 

f) serving the selected advertisements to the user interface (col. 3 lines 25-30, "on a 
computer or PDA or other Internet capable . . . using the same protocol"). 

Regarding claim 24 

Merriman teaches the data-packet-network is the Internet network (abstract). 
Regarding claim 25 

Merriman teaches compilation of user profile information is accomplished by recording user 
activity on the network (col. 8 lines 35-46, "the number of viewings ... display of the 
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advertisements"). 
Regarding claim 26 

Merriman teaches compilation of user profile information is augmented through manual data 
procurement methods (col. 5 lines 47-49, "a promotional advertisement ... his or her employer"). 
Regarding claim 27 

Merriman teaches steps (b)-(f) are performed as a sequence launched as a result of the profile the 
user connecting to an accessing the user interface using a network-capable appliance (col. 5 line 
50 to col. 6 line 59, "the ad server 19 obtains . . . stored in RAM in one or more messages"). 
Regarding claim 28 

Merriman teaches data mining is accomplished through a parsing method (col. 7 lines 37-43, "a 
click through may be ... the advertising server process 19"). 



7. Claims 15-22 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. Patent No. 
5,913,040 ("Rakavy"). 
Regarding claim 15 

Rakavy teaches a preference-data generation server for generating preference data using data 
mined from user profile data comprising: 

a data port for receiving user profile data (fig. 3, element 754); 
- a data port for accessing a knowledge database (col. 9 lines 8-15, 'The User Preference 
... to the other processes"), and 

a software application for mining the user profile data and for generating preference 
summaries by equating the mined profile data to pre-established preference categories 
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listed in the knowledge database (col. 9 line 63 to col. 10 line 8, "The Job Manager 720 
... to a wider range of users"). 
Regarding claim 16 

Rakavy teaches the preference summaries are generated in the form of categorized and 
prioritized data lists (col. 9 line 63 to col. 10 line 8, 'The Job Manager 720 ... to a wider range of 
users"). 

Regarding claim 1 7 

Rakavy teaches a data port for receiving pre-configured advertisement data (fig. 10, element 
250); a data port for serving advertisement data (fig. 10, element 210); and a software application 
for matching the advertisement data to individual ones of generated data lists and for selecting 
the advertisement data most closely matching the generated data lists for service (col. 9 line 63 to 
col. 10 line 8, 'The Job Manager 720 ... to a wider range of users"). 
Regarding claim 18 

Rakavy teaches the matching advertisement data is served to a network-access point established 
on a data-packet-network (col. 4 lines 39-45, "FIG. 1 shows an overall view . . . nodes on the 
Network 700"). 
Regarding claims 19 and 22 

Rakavy teaches the network-access point is a server node and the data-packet-network is the 
Internet network (col. 5 lines 8-19, 'The Network 700 is . . . which to communicate") 
Regarding claim 20 

Rakavy teaches a data port for serving the prioritized data lists (col. 9 line 63 to col. 10 line 8, 
'The Job Manager 720 ... to a wider range of users"). 
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Regarding claim 2 1 

Rakavy teaches the prioritized data lists are served to at least one advertisement server operating 
on a data-packet-network (col. 4 lines 39-45, "FIG. 1 shows an overall view . . . nodes on the 
Network 700"). 

Claim Rejections - 35 USC § 103 

8. Claims 3, 6-7, 9-1 1 and 33-34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No. 5,948,061 ("Merriman"). 
Regarding claim 3 

Merriman teaches the first server node and the second server node are connected to the internet 
but does not teach the nodes connecting to each other by a separate dedicated network in addition 
to being connected to the Internet. "Official Notice" is taken for the advantage and concept of 
connecting two computer systems with a separate dedicated network in addition to being 
connected to the Internet is well known and expected in the art. U.S. Patent No. 6,651,190 by 
Worley et al. discloses these features in figure 3 where the "dedicated network" for connecting 
between the remote computer stations (130, 132) and the host computer is by dialing directly 
using a direct cell connection (140) or a direct land line to the cell wireless modem connection 
(not shown) in addition to connecting to via the Internet for communication with the host 
computer. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include a separate dedicated communication network in addition to being connected 
to the Internet to the system of Merriman because it would provide to serve as a backup 
communication method in case the Internet connection is not available or down. 
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Regarding claim 6 

Merriman teaches the software application resides in whole and executes on the second server 
node and advertisement selection is performed by the second server node using advertisements 
delivered thereto from the at least one advertisement server (col. 3 lines 52-63, "Upon receiving 
the request ... the advertising web server"). 
Regarding claim 7 

Merriman teaches the second server node also serves the selected advertisements (col. 3 line 64 
to col. 4 line 1 1, "when the user clicks ... to redirect the user's browser"). 
Regarding claims 9 and 34 

Merriman teaches the advertisement selection and delivery system but does not teach the 
advertisements include e-mail messages. "Official Notice" is taken for the advantage and 
concept of advertising with e-mail messages is well known and expected in the art. U.S. Patent 
No. 6,230,199 ("Revashetti") discloses typical advertisement messages including email 
communication (col. 2 lines 25-31). It would have been obvious to one of ordinary skill in the art 
at the time of the invention to include an email communication method for advertising to the 
system of Merriman because it would provide for actively marketing products and services to a 
user of a client computer over a network. 
Regarding claims 1 0 and 33 

Merriman teaches the advertisement selection and delivery system but does not teach the 
advertisements include instant messages. "Official Notice" is taken for the advantage and 
concept of advertising with instant messages is well known and expected in the art. U.S. Patent 
No. 6,665,715 ("Houri") discloses an example of collecting user data using instant messaging 
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environments (col. 8 lines 37-56). It would have been obvious to one of ordinary skill in the art 
at the time of the invention to include instant messages as part of the advertising method to the 
system of Merriman because it would provide for collecting users geographic location for 
advertising specific preferences. 
Regarding claim 1 1 

Merriman teaches the advertisements include banner advertisements (col. 3 lines 30-34, "Those 
messages 22 preferably ... such as banner advertisement"). 

9. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 5,948,061 ("Merriman") in view of U.S. Patent No. 5,933,81 1 ("Angles"). 
Regarding claim 4 

Merriman teaches the advertisement selection and delivery system but does not teach the 
software application is distributed in part on the second server node and in part on the at least 
one advertisement server. However, Angles teaches the software application is distributed in part 
on the content provider computer 14 (second server node) and in part on the at least one 
advertisement computer 18 (advertisement server) (col. 8 lines 35-65, "At start state 300 ... into 
a displayable page") for the purpose of separately processes the user requested web page at one 
server and the customized an advertisement at a different server which dedicated for the job. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the system of Angles with the system of Merriman because it would 
provide for the purpose of separately processes the user requested web page at one server and the 
customized an advertisement at a different server which dedicated for the job. 
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Regarding claim 5 

Angles teaches the part of the software application executing on a second server node directs 
generation of user preference lists and the part of the software application executing on the at 
least one advertisement server performs the advertisement selection according to a user 
preference lists obtained from the second server (col. 14 lines 19-50, "The demographic data 
content provider computer 14"). 

10. Claims 29-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 5,948,061 ("Merriman") in view of U.S. Patent No. 5,913,040 ("Rakavy"). 
Regarding claim 29 

Merriman teaches the advertisement selection and delivery system but does not teach the 
preference data is categorized and prioritized according to pre-configured preference categories 
related to types of advertisements. However, Rakavy teaches the preference data is categorized 
and prioritized according to the user interaction while responding to advertising messages (col. 3 
lines 34-43, "Users may enter their ... for on-line customers") for the purpose of matching the 
user preferences and configuration data against the category information for the available 
advertisement. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to incorporate the categorizing and prioritizing of Rakavy with the system 
ofMemman because it would provide for the puipose of matching the user preferences and 
configuration data against the category information for the available advertisement. 
Regarding claim 30 

Rakavy teaches the summary-data list is of the form that can be propagated through the network 
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(col. 7 lines 14-29, "Each Advertisement 50 in the ... by various Advertisements 50"). 
Regarding claim 31 

Merriman teaches the summary-data list is sent to an advertisement server wherein the 
advertisement server performs steps (e) and (f) (col. 6 lines 12-26, "determining which 
advertising object . . . transmitting back to the user"). 
Regarding claim 32 

Rakavy teaches the Advertising System Server 600 is a single server node on the Network 700 
(col. 4 lines 43-45, "Advertising System ... on the Network 700") that performed steps (c)-(f) 
(col. 3 lines 5-51, "downloading and presenting individualized advertisements ... WEB site on 
the network"). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to examiner Thomas Pham\ whose telephone number is (703) 305-7587 and fax number is 
(703) 746-8874, Monday-Thursday and every other Friday from 7:30AM- 5:00PM EST or contact 
Supervisor Mr. Anthony Knight at (703) 308-3179. 

Any response to this office action should be mailed to: Commissioner for Patents, P.O. 
Box 1450, Alexandria VA 22313-1450. Responses may also be faxed to the official fax 
number (703) 872- 9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Thomas Pham . ^ 
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